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B : WOSEHERESSCIFMLiEFHATY

1. Rejection Hurts: Trademark Licenses and the Bankruptcy Code

fE&: James, Amanda E.
PL#I: Vanderbilt Univ, Sch Law, Nashville, TN 37240 USA.

FEL: Section 365 of the Bankruptcy Code empowers debtors to reject burdensome executory

contracts. From 1988 until May 2019, the effect of such a rejection on trademark licenses was
unclear. The Supreme Court's recent decision in Mission Product Holdings, Inc. v. Tempnology,
LLC settled the matter definitively: all rejections under 365(g) operate exactly as a breach would
outside the bankruptcy context. As such, if the trademark license would allow the licensee to
continue using the mark after a breach, the licensee may continue to use the mark after a rejection.
While this decision comports with the language of the Code and gives effect to the parties'
contracted terms, it may functionally deprive debtors of the ability to reject trademark licenses. The
problem lies in trademark law's quality control requirements, which obligate licensors to exert
control over the trademark’s quality. If a debtor-licensor rejects a trademark license and then fails
to exert this control-an obligation it should theoretically be relieved of by the rejection-it could face
claims of naked licensing and abandonment. Because a successful abandonment claim would render
the trademark much less valuable, or even worthless, bankruptcy courts may refuse to approve such
a rejection on the grounds that it does not satisfy the business judgment test. As a result, debtor-
licensors may be faced with an unsavory decision: pursue a rejection that does not function to relieve
the estate of all its obligations, or assume the license. This Note proposes that an equitable solution
is only possible with congressional intervention. Specifically, 365 should be amended to allow
licensees to retain (1) an adjusted prepetition claim to damages for breach of contract and (2) the
rights and obligations, as set out in the contract's breach provisions, to products already produced
or possessed by the licensee and controlled for quality by the licensor at the time rejection is
approved. The enactment of this brightline, middle-ground solution would adequately balance party
interests, give effect to the parties' negotiated breach terms, and create a more predictable structure

for trademark license rejections.

Regia):

CKJE: VANDERBILT LAW REVIEW. Volume 73. Issue 3. P 889-928. APR 2020)
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2. Patenting New Uses for Old Inventions

fE3: Seymore, Sean B.
PLFI: Vanderbilt Univ, Chem, 221 Kirkland Hall, Nashville, TN 37235 USA.

#E. A bedrock principle of patent law is that old inventions cannot be patented. And a new use
for an old invention does not render the old invention patentable. This is because patent law requires
novelty-an invention must be new. But while a new use for an old invention does not make the old
invention patentable, the new use itself might be patentable. In fact, new-use patents comprise a
significant part of the patent landscape-particularly in pharmaceuticals, when drug companies
obtain new-use patents to repurpose old drugs. This trend has fueled debates over follow-on
innovation and patent quality. But there is a problem with new-use patents that has escaped the
attention of legal scholars and commentators. The problem is when an inventor seeks a new-use
patent for an old product that is, on close inspection, not new because the old product is really doing
the same thing that it did before. This is a technical question that requires some understanding of
the underlying science-how and why a result is achieved. But various evidentiary rules, biases, and
perfunctory views of novelty preclude a true and accurate patentability assessment. Sometimes this

leads to unwarranted patents; other times it derails meritorious inventions.

This Article corrects this problem by offering a new framework for evaluating novelty in new-
use patent claims. It proposes a probing novelty inquiry that would require inventors to elucidate
and disclose mechanistic information to prove that a claimed new use is truly novel. Providing
mechanistic information would promote patent law's disclosure function and improve patent
(examination) quality. At a broader level, this Article raises the normative and theoretical question
of what it means to be identical-which is what novelty is all about. It also raises policy questions

about novelty's gatekeeping function and its role in promoting broader goals of the patent system.

> # 8 : Research-and-development; Pharmaceutical-industry; Rethinking; Histamine;

Economics; Law; Presumption; Discovery; Burdens; Rights

CKJE: VANDERBILT LAW REVIEW. Volume 73. Issue 2. P 479-534. MAR 2020)

3. Privative Copyright

#£% . Balganesh, Shyamkrishna
HURI: Univ Penn, Sch Law, Law, Philadelphia, PA 19104 USA.

FE . “Privative” copyright claims are infringement actions brought by authors for the
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unauthorized public dissemination of works that are private, unpublished, and revelatory of the
author's personal identity. Driven by considerations of authorial autonomy, dignity, and personality
rather than monetary value, these claims are almost as old as Anglo-American copyright law itself.
Yet modern thinking has attempted to undermine their place within copyright law and sought to
moue them into the domain of privacy law. This Article challenges the dominant view and argues
that privative copyright claims form a legitimate part of the copyright landscape. It shows how
privative copyright claims derive from considerations that are genuinely authorial and seek to
redress a form of harm that is unique to the nature of the work involved a harm best described as
"disseminative.” Tracing the historic evolution of privative copyright claims in Anglo-American
copyright law, it develops a theoretical basis for understanding the workings of these claims and
offers a framework for courts to deploy in adjudicating them, which addresses the concerns about
free speech and censorship that have contributed to the ignominy that privative copyright claims

continue to encounter in modern copyright jurisprudence.

X428 : Moral Right; Fair-use; Economic-analysis; American Law; Authors; Artists; Legal;

Injunctions; Publication; Defamation

CkJE: VANDERBILT LAW REVIEW. Volume 73. Issue 1. P 1-71. JAN 2020)

4. Recalibrating the Disgorgement Remedy in Intellectual Property

Cases

YE#: Samuelson, Pamelal Golden, John M.2 Gergen, Mark P.2

Wl#J: 1. Berkeley Law Sch, Law, Berkeley, CA 94720 USA; 2. Univ Texas Austin, Sch Law,
Law Entrepreneurialism & Innovat, Austin, TX 78712 USA; 3. Berkeley Law Sch, Tax Law &
Policy, Berkeley, CA USA

FE: The five major U.S. intellectual property ("'IP") regimes-trademark, trade secrecy, copyright,
design patent, and utility patent (“patent™) laws-have quite different rules about the availability of
disgorgement of infringer profits as a remedy. Traditional principles of restitution and unjust
enrichment support awards of disgorgement of profits insofar as they are (1) levied against
conscious wrongdoers, (2) attributable to the wrongful conduct, and (3) subject to equitable
discretion. Unlike awards of actual damages, which aim primarily to compensate plaintiffs for
harms suffered because of a defendant's wrongdoing, disgorgement awards primarily seek to deter
wrongdoing by ensuring that wrongdoers do not profit thereby. This Article presents a formal model
that supports our judgment that these principles are consistent with the goal of optimal deterrence

of IP infringement.
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This Article presents a close study of the doctrinal structure of the five IP regimes' approach
to disgorgement. We find that trademark law is the most consistent of the five regimes with
traditional restitutionary principles and the goal of optimal deterrence. Trade secrecy law, like
trademark law, is substantially consistent. Design patent, copyright, and patent laws deviate in more
significant ways. Disgorgement awards are always available to owners of copyrights or design
patents, even against innocent infringers. Moreover, design patent law even deviates from
traditional approaches to restricting awards to amounts attributable to infringement. Instead, design
patent law requires awards of total profits on the manufacture or sale of whatever "article of
manufacture™ to which an infringing design has been applied. Further, courts have rarely recognized
that disgorgement awards should be subject to equitable adjustments in copyright and design patent
cases, although this may change after the Supreme Court's characterization of disgorgement as an
equitable remedy for copyright infringement. Patent law deviates from traditional restitutionary
principles in a very different way: courts have ruled that Congress repealed disgorgement as a
general remedy for patent infringement in 1946, but patent law's reasonable royalty awards can, in
effect, result in a partial disgorgement of infringer profits.

This Article concludes by making recommendations about how courts can, within the statutory
bounds of each IP regime, render disgorgement awards that are more consistent with traditional
restitutionary principles in a manner that will promote the overall goals of the IP laws.

<437 Intellectual Property; Mergers

CkJE: BOSTON UNIVERSITY LAW REVIEW. Volume 100. Issue 6. P1999-2083. DEC 2020)

5. Rethinking Copyright's Relationship to The First Amendment

{YEZ: Yen, Alfred C.
MLHJ: Boston Coll, Law Sch, Law, Chestnut Hill, MA 02167 USA.

. This Article offers a new account of copyright's relationship to the First Amendment. Until
now, discourse about copyright and the First Amendment appears focused on applying a single
standard of review. The Supreme Court has effectively taken the position that courts need only
apply rational basis First Amendment scrutiny to copyright law. Some scholars have disagreed,
arguing that intermediate scrutiny should be applied to all of copyright. By contrast, this Article
argues that the proper level of First Amendment scrutiny depends on the type of copyright provision
under review. In particular, courts should apply strict scrutiny to the few portions of the Copyright
Act that embody viewpoint-based regulation of speech, intermediate scrutiny to the more numerous
provisions that employ content-based regulation of speech, and rational basis scrutiny to the

Copyright Act's content-neutral provisions.
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This suggestion draws inspiration from recent Supreme Court decisions applying strict scrutiny
to aspects of trademark law. These cases show that basic free speech principles apply to intellectual
property, thereby raising doubt about the wisdom of applying only rational basis First Amendment
scrutiny to copyright. The Article uses these principles and insights gained from copyright's
historical relationship to the First Amendment to construct a framework that gives courts the ability
to curb the use of copyright as censorship or naked economic giveaway while preserving Congress's

ability to implement appropriately reasoned copyright policies that serve the public interest.

<§E1A): Fair-use; Free Speech; Freedom; Injunctions; Constraints

CkJE: BOSTON UNIVERSITY LAW REVIEW. Volume 100. Issue 4. P 1215-1269. SEP 2020)

6. Fair Use in Oracle: Proximate Cause at The Copyright/Patent
Divide

fE#: Gordon, Wendy J.
HLH: Boston Univ, Sch Law, Boston, MA 02215 USA

FE: In Oracle America, Inc. v. Google LLC, the Federal Circuit undermined copyright law's

deference to patent law and, in doing so, delivered a blow to both regimes. Copyright's deference
to patent law-including a historic refusal to enforce rights that might undermine the public's liberty
to copy unpatented inventions-is a necessary part of preserving inventors' willingness to accept the
short duration, mandatory disclosure, and other stringent bargains patent law demands. Deference
to patent law is also integral to copyright law's interior architecture; copyright's refusal to
monopolize functional applications of creative work lowers the social costs that would otherwise
be imposed by copyright's ease of acquisition and long duration.

If patent law refuses to protect a functional device or other innovation (perhaps because its
patent has expired or because the innovation would be obvious to anyone skilled in the field),
various copyright doctrines make it difficult for an eager claimant to use copyright law instead.
These doctrines act like fences.

For example, under 17 U.S.C. 102(b), copyright cannot extend to "ideas" or to any "procedure,
process, system, [or] method of operation.” This prohibition applies "regardless" of the copyrighted
“form™ in which the idea, procedure, process, or method appears. Therefore, the public violates no
copyright duties when it copies, say, ideas about how to improve the manufacture of steel from a
copyrighted instruction manual or video. If the creator of the manufacturing idea wants protection
for it, the inventor needs to look to patent law.

Similarly, although copyright can subsist in drawings of a useful article, 17 U.S.C. 113(b) and
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the case law disable those copyrights from giving any rights to keep others from making or selling
the article. Say the inventors of an automobile engine with improved fuel efficiency want to restrain
others from building and selling copycat engines. To restrain such functional copying, the inventors
get no mileage out of the copyrights that subsist in their blueprints. Rather, to stop competitors from
building and selling the new engine, the inventors must seek the protection of patent law.

Under yet another statutory rule, 17 U.S.C. 101, sculptured shapes that have "an intrinsic
utilitarian function that is not merely to portray the appearance of the article or to convey
information™ are not copyrightable unless their aesthetic and functional components are separable.

The instant Article discusses these and other limits on copyright law. Their overall impact is
to emphasize the importance Congress and the courts give to preventing copyright law from directly
or indirectly competing with patent law, or undermining the choices Congress embedded in the
patent statute.

Computer-program copyrights were intended to protect a programmer's expression, not their
engineering ingenuity. As technology poses new challenges, separate intellectual property laws
need to keep congruent with the separate purposes each serves. The Supreme Court has granted
certiorari in Oracle, allowing the Court to evaluate a judicial opinion that this Article argues ignored
these first principles.

A need for congruence (or "fit") is recognized in most areas of civil liability. For example, in
enforcing the Clayton Act, the Supreme Court honored the need for congruence by creating a
doctrine it called "antitrust injury" to limit liability. The common law of torts generally employs the
doctrine called "proximate cause" to similarly assure fit between the facts of a given case and the
law's purposes. In copyright law, the courts and Congress entrust this familiar but crucial task to
"fair use." The instant Article employs analogies from antitrust and the common law of torts to
reinforce the appropriateness of using the fair use doctrine to keep copyright law in its own yard.
REEIE: Tort Law; Property

CKJE: BOSTON UNIVERSITY LAW REVIEW. Volume 100. Issue 2. P389-435. MAR 2020)

7. Unfair Disruption

£ Lemley, Mark A.12 McKenna, Mark P.3

PHUH: 1. Stanford Law Sch, Law, Stanford, CA 94305 USA; 2. Durie Tangri LLP, San Francisco,
CA 94111 USA; 3. Notre Dame Law Sch, Law, Notre Dame, IN USA

#E. New technologies disrupt existing industries. They always have, and they probably always
will. Incumbents don't like their industries to be disrupted. And they often rely on intellectual

property, unfair competition, or related legal doctrines as tools to prevent disruptive entry. What
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that means is that many of the cases in these areas are really about whether competition from new
players can force incumbents to change their business models, generally to the advantage of
particular players and the detriment of others. These cases are, in an important sense, all unfair
competition cases; they are about the ways in which the law permits new entrants to compete with
incumbents.

Unfortunately, we lack any comprehensive way of thinking about market disruption in these
settings. As a result, courts react quite differently to disruptive technology or business models in
different cases. Our goal in this Article is to address the broader question of when competition by
market disruption is "unfair." In our view, courts are often overly receptive to market disruption
arguments. Courts should intervene to prevent market disruption only when they have very good
reasons reasons connected to the fundamental policy concerns of the legal systems called upon to
prevent the disruption. To achieve that goal, we must know what the legitimate ends of the asserted
law are. Sometimes the legal doctrine used to prevent market disruption is one like unjust
enrichment, interference with economic advantage, or unfair competition that doesn't have a clear
animating principle. We think those doctrines should be disfavored, and courts should employ them
only when they are tied to some independent metric for deciding whether the defendant's conduct
is unfair or unjust. Other doctrines, like antitrust and IP, have clearer purposes. There, we can
evaluate legal challenges to market disruption by testing the fit between the goals of the statute and
its use in a particular case.

We suggest a test that helps separate legitimate cases of IP infringement from cases of pure
market disruption. Drawn from the antitrust injury doctrine, our test would treat market disruption
as relevant to an IP case only if the disruption is traceable to the act of infringement itself. If the
plaintiff would suffer the same injury from a market intervention that is not infringing, that injury
cannot be evidence of IP infringement.

R§E3H:  Intellectual Property; Childrens Response; Antitrust; Copyright; us; Doctrine; Copycat;

Law

CkJE: BOSTON UNIVERSITY LAW REVIEW. Volume 100. Issue 1. P71-131. JAN 2020)
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