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1. Putting the equity back into intellectual property

remedies

AE# : Smith, HE (Smith, Henry E.)
MUy : Harvard Law Sch, Project Fdn Private Law, Cambridge, MA 02138 USA

4% % : Within the realm of remedies, intellectual property remedies have presented particular
difficulties, and in intellectual property law, controversy has focused on remedies. Concerns about
holdup in intellectual property have even begun to lead to innovations in the law of remedies itself.
Many of the difficulties and controversies raging now center around remedies that are "equitable."
In this Essay I argue that recovering a major function of equity- as meta-law-helps us understand
these problems and to offer potential solutions. Meta-law is a higher order intervention when
regular law fails, in contexts of high complexity and uncertainty, often stemming from
polycentricity, conflicting rights, or opportunism. These problems are rife in intellectual property
settings. An attention to meta-law can focus on potential two-sided opportunism in scenarios of
possible injunctions, and a more traditional equitable framework can help frame when
presumptions for injunctions are appropriate and when they should be overcome. Equity as meta-

law allows us to avoid flattening the law of intellectual property remedies.

X 4275 : patent holdup; law; liability; infringement; rights; abuse; unconscionability;

injunctions; custom; rules

(k% : NOTRE DAME LAW REVIEW. Volume 96. Issue 4. Page 1603-1622. Jun 2021)

2. The role of "' Commercial Morality" in trade secret

doctrine
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4% : Oswald, LJ (Oswald, Lynda J.)

ALA : Univ Michigan, Stephen M Ross Sch Business, Business & Law, Ann Arbor, MI 48109
USA

i#% & : The approaching anniversary of E.I. duPont deNemours & Co. v. Christopher is the

impetus for this exploration and evaluation of the role of "commercial morality" in trade secret
misappropriation doctrine. Christopher is the well-known industrial espionage case in which the
U.S. Court of Appeals for the Fifth Circuit held that flying an airplane over an underconstruction
manufacturing facility to take photos of briefly-but-inevitably exposed trade secrets was an
"improper means" of accessing a trade secret and was contrary to standards of "commercial

morality."

Commercial morality has played a significant but shifting role in trade secret law over the
past seven decades and has become an important part of the contemporary trade secret doctrine
lexicon, yet courts and commentators have not explored the meaning of this term. This study fills
that gap in the literature by analyzing the origins of the commercial morality doctrine and its
proper application in trade secret law. The development of U.S. commercial morality doctrine
breaks down into four distinct time periods that illustrate the evolution of the doctrine in trade
secret law over time, including the shift from the doctrine's initial use as a way to justify nascent
trade secret law and its liability expansion to the doctrine's modern equitable role in structuring

injunctive relief for misappropriation.

The analysis also shows that while courts invoke commercial morality when adjudicating
misappropriation claims, they do not define the meaning of the term or provide reasoned analysis
of its application. This is problematic when courts use the term in lieu of careful analysis of the
facts and reasoning underlying their decision. Explicit recognition of the equitable nature of
commercial morality doctrine would facilitate judicial application of the concept in a principled

and effective manner.
X 42173 intellectual property; law; character; knowledge

(k% : NOTRE DAME LAW REVIEW. Volume 96. Issue 1. Page 125-170. 2021)

3. Copyrighting TikTok dances: Choreography in the

Internet age

8% : Johnson, A (Johnson, Ali)
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MM : Univ Washington, Sch Law, Seattle, WA 98195 USA

# % : TikTok is a video-sharing social media application that launched in 2018 and has grown

wildly since its inception. Many users are drawn to the platform by "dance challenges"-short
dance routines of varying complexity set to popular songs that are recreated by other users,
eventually going "viral" (i.e., recreated on a massive scale by other users) on the app. Going viral
can provide young dancers and choreographers an opportunity to break into the highly
competitive entertainment industry. However, there is a problem: due to TikTok's interface and
community practices, the original creators of a dance (who, significantly, are often young women
of color) frequently do not receive credit, or the massive opportunities that come with such
recognition. This Comment explores how intellectual property law may provide a framework to
address this problem, while simultaneously acknowledging the troubled history between copyright
and creators of color. It also situates the TikTok problem within a larger phenomenon:
choreography is an increasingly important part of pop culture as video cements itself as the
dominant communicative medium of the era. Accordingly, the challenges of asserting intellectual
property rights over choreography (which have historically gone unsought and ignored) is a legal

problem that will require renewed focus.

Part 1 of this Comment describes the global ascent of TikTok as a platform for sharing
choreography, and how the app serves as a touchpoint for a bigger story of cultural appropriation
in the United States. Part II discusses copyright law and choreography, focusing on the required
features a piece of choreography must have to be entitled to copyright protection, and the
increasing importance of copyright protection for choreography in the internet age. Part III
addresses the recent litigation between a popular video game, Fortnite, and a cadre of celebrities
who claim the game copied their "signature dance moves" without compensation. Specifically,
this Part investigates how the outcomes of those cases inform analysis for legal protection of
TikTok dances. Part IV argues that under the current copyright regime, many TikTok dances
likely qualify for copyright protection. However, given the importance of widespread
dissemination to the success of TikTok dances, copyright protection--which would inevitably have
a chilling effect on a dance's dissemination--may not pave the appropriate path forward. This Part
also presents potential solutions. These potential solutions include licensing schemes, as well as
extralegal fixes TikTok could employ to meet the dual goals of allowing dissemination while

simultaneously protecting the attribution rights of choreographers.
X&E: L

(k% : WASHINGTON LAW REVIEW. Volume 96. Issue 3. Page 1225-1274. Oct 2021)




Nanhu Intellectual Property News

4. The United States' climate patenting behavior after The
Paris Agreement Withdrawal Announcement: An empirical

analysis and a fast-track proposal

484 : Viswanathan, P (Viswanathan, Prateek)
AA . Univ Illinois, Coll Law, Chicago, IL 60680 USA

# & : When the United States announced that it would withdraw from the Paris Agreement,
some commentators speculated whether this announcement would affect patent applications on
climate technologies. This Note studies the effect of that withdrawal on patenting behavior in the
U.S. by conducting a difference-in-difference analysis on U.S. patent applications on climate
technologies compared to patent applications on climate technologies filed in other countries,
patent applications filed on all technologies in the U.S., and patent applications filed on
mechanical engineering technologies in the U.S. This Note finds that U.S. patent applications on
climate technologies declined relative to these other groups. Yet, this Note does not find that the
announced withdrawal from the Paris Agreement caused the decline relative to other countries,
nor the decline relative to all technologies in the U.S. It does find that the decline relative to
mechanical engineering technologies is statistically significant, which suggests that the announced
withdrawal from the Paris agreement caused this decline. Even if the announced withdrawal from
the Paris Agreement did not cause these declines, they do have effects on intellectual property
protection in climate technologies. Accordingly, this Note proposes a program by the United
States Patent and Trademark Office to address these relative declines and provides model rules for

this program.
X477 L

(k% : UNIVERSITY OF ILLINOIS LAW REVIEW. Issue 1. Page 261-308. Mar 2021)

5. Patents as signals of quality in crowdfunding

4 #: Cotropia, CA (Cotropia, Christopher A.)
MU : Univ Richmond, Intellectual Property Inst, Sch Law, Law, Richmond, VA 23173 USA

#%: Patents and crowdfunding both attempt to foster early stage innovations. In theory, patents

signal quality and value to attract investment and buyers and ultimately facilitate
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commercialization. Crowdfunding allows multiple individuals to make small contributions to
finance start-up ventures. This Article reports on two related studies investigating the interaction
between these two innovation tools by determining the impact of a crowdfunding campaign's
patent status on the campaign's success and delivery. The first study examines 9,184 Kickstarter
campaigns in patent-eligible categories to determine whether patented or patent-pending labeled
projects are more likely to reach their funding goal and in turn achieve actual, on-time delivery
when compared to non-patented projects. This study finds, perhaps surprisingly, that patented
projects are not more likely to obtain funding compared to non-patented ones. In contrast, patent-
pending projects are more successful in getting funded. The second study confirms this preference
for patent-pending projects but not patented ones through a series of laboratory experiments on
Amazon Mechanical Turk ("MTurk'). The MTurk results also indicate that patent-pending status,
as compared to patented status, is more likely to be noticed by potential backers and an identified
reason for such backers to invest and buy crowdfunded products. These results provide insight
into whether patents (1) act as signals to attract funding and buyers, and (2) assist in
commercialization in the crowdfunding context. These results also inform the proper focus of

patent marking statutes.
X475 : investments; property

(&% : UNIVERSITY OF ILLINOIS LAW REVIEW. Issue 1. Page 193-227. Mar 2021)
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1. Which patents to use as loan collaterals? The role of

newness of patents' external technology linkage

4 # : Zhang, YA (Zhang, Yan Anthea)l Chen, ZE (Chen, Zhuo Emma)2 Wang, YD (Wang,
Yuandi)3

MM : 1. Rice Univ, Jones Grad Sch Business, Houston, TX USA

2. Amer Univ, Kogod Sch Business, Washington, DC USA
3. Sichuan Univ, Sch Business, 29 Wangjiang Rd, Chengdu 610029, Sichuan, Peoples R China

4% % : Research Summary Patent collateral is an important aspect in the debt financing of firms.

We argue that in accepting patent collaterals, lenders need to balance between risk of
obsolescence and risk of unverified external inventions, both of which are related to patents'
external technology linkage. Patents linked to old external inventions are subject to risk of
obsolescence while patents linked to too new external inventions are subject to risk of unverified
external inventions, and therefore we propose patents linked to moderately new external
inventions are more likely to be pledged. We further propose the turning point of this curvilinear
relationship depends on borrowing firms' attributes: firm-specificity of their patent assets and their
technological specialization domains. Using data on 107,180 U.S. semiconductor patents, our

results support these propositions.

Managerial Summary Patent collateralization represents an important innovation in the debt
market. Then, how to choose appropriate patents as collaterals is an important question for
patenting firms and financial institutions accepting patents as collaterals. Our results suggest that
patents linked to old external inventions are less likely to be pledged because such patents may
become obsolete soon, patents linked to too new external inventions are also less likely to be
pledged because such patents may be deemed too risky, and patents linked to moderately new
external inventions are more likely to pledged. We further find that lenders' concerns on risk of
unverified external inventions become more salient if borrowing firms' inventions are more firm-

specific but become less so if borrowing firms specialize in the patents' technological domains.

23 | 28



FHAR T BURE T AR

X 47 : liquidation values; knowledge; uncertainty; search; exploration; competition;

impact; market; firms

(k& : STRATEGIC MANAGEMENT JOURNAL. Volume 42. Issue 10. Page 1822-1849.
Oct 2021)

2. Categories, attention, and the impact of inventions

4 # : Kovacs, B (Kovacs, Balazs)l Carnabuci, G (Carnabuci, Gianluca)2 Wezel, FC (Wezel,

Filippo Carlo)3
MAM: 1. Yale Univ, Sch Management, 165 Whitney Ave, New Haven, CT 06520 USA

2. ESMT Berlin, Berlin, Germany
3. USI Lugano, Inst Management, Lugano, TI, Switzerland

# % : Research Summary Whereas prior innovation and strategy literature studied how

attentional and search dynamics influence the creation of inventions, we examine how these same
processes affect the impact of inventions after their creation. We theorize that inventions classified
in "high-contrast" technological categories garner more attention by potential users and, hence,
accrue more citations than otherwise-equivalent inventions classified in "low-contrast" categories.
We test this hypothesis via three studies. First, we estimate citation-count models among all
USPTO patents granted between 1975 and 2010. Second, we conduct a twin patents test
comparing inventions patented both at the USPTO and at the EPO. Third, we examine minute-by-
minute search logs from a sample of USPTO examiners. These studies support our hypothesis and

extend current understandings of attentional and search dynamics in the innovation process.

Managerial Summary Patents that receive more citations tend to have greater economic value
and greater impact on future technological developments. We show that the number of citations a
patent receives does not only depend on its inherent technological value, but also on seemingly
neutral classification decisions affecting the likelihood that it will be noticed by potential future
users. We test our arguments via three related studies. Our results demonstrate that inventions
classified in "high-contrast" technology classes garner considerably more attention-and hence
citations-than twin-inventions classified in "low-contrast" classes. The key managerial implication
is that, whenever feasible, nudging an invention towards higher-contrast classes will increase its
future worth. The key policy implication is that maximizing categorical contrast across technology

classes will help users identify relevant prior patents.

XE7E: 1
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(k7% : STRATEGIC MANAGEMENT JOURNAL. Volume 42. Issue 5. Page 992-1023. May
2021)

3. Income approach to technology valuation for innovations

484 : Oh, ] (Oh, JoonWhan)1 Park, HW (Park, Hyun Wo00)2
AAH: 1. Konkuk Univ, Sch Business, 120 Neungdong Ro, Seoul 05029, South Korea

2. Korea Inst Sci & Technol Informat KISTI, 66 Hoegiro, Seoul 02456, South Korea

4% % : Until now, technology valuation has been dominated by the income approach, a forward-

looking methodology that discounts future cash flow. To account for risk in technology valuation
of innovations, a typical net present value (NPV) method is complemented with real option
valuation method. Even though real option techniques account for risk changes in practice, such
models are subject to criticism for reasons of mathematical complexity. We propose a modified
income approach we refer to as 'Innotech’ that incorporates innovation characteristics and industry
characteristics into the valuation model. Our modified approach for the valuation of innovative
technology reduces challenges related to mathematical modelling and dependency on factors such

as risk premium, expected cash flows and contributory charge.
X413 : valuing patents

(k% : INTERNATIONAL JOURNAL OF TECHNOLOGY MANAGEMENT. Volume 88. Is
sue 2-4. Page 389-407. Mar 2022)

4. Patents and knowledge diffusion The impact of machine

translation

48 : Buttner, B (Buttner, Benjamin)1 Firat, M (Firat, Murat)2,3 Raiteri, E (Raiteri, Emilio)l
MM : 1. Eindhoven Univ Technol, Sch Innovat Sci, Eindhoven, Netherlands

2. Open Univ Netherlands, Ctr Actionable Res Open Univ CAROU, Dept Comp Sci, Heerlen,
Netherlands

3. Eindhoven Univ Technol, Sch Ind Engn, Eindhoven, Netherlands
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# % : One of the main rationales for the existence of the patent system is to encourage
knowledge diffusion through the full disclosure of the technical knowledge embodied in a
patented invention. Yet, economists and legal scholars cast doubts on the validity of the disclosure
theory. The empirical evidence on the actual benefits of the disclosure function remains limited.
The present paper aims to expand our understanding of how information spreads via patent
disclosure and exploits recent improvements in machine translation (MT) to identify the effect of
broader access to patented knowledge. More specifically, the paper uses a unique natural
experiment. In September 2013, Google launched a major upgrade to its Google Patents service
and added patent applications from the China National Intellectual Property Agency (CNIPA) to
its searchable patent database. Using a difference-in-differences approach, we show that the
translation of the Chinese patents into English resulted in an increase in citations received from
patents filed by US inventors compared to a suitable control group comprising patents that Google
translated only in 2016. Our results suggest that improved access to patented knowledge fosters

knowledge diffusion.

%4173 : innovation evidence; market value; citations; disclosure; flows; China

(% : RESEARCH POLICY. Volume 51. Issue 10. Dec 2022)

5. Profiting from digital innovation: Patents, copyright and

performance

48 # : Boudreau, KJ (Boudreau, Kevin J.)1 Jeppesenb, LB (Jeppesenb, Lars Bo)2 Miric, M (Miri
¢, Milan)3

MM : 1. Northeastern Univ, Boston, MA 02115 USA

2. Copenhagen Business Sch, Copenhagen, Denmark

3. Univ Southern Calif, Los Angeles, CA 90089 USA

#% & : It is yet unclear whether patents and copyright are effective at protecting digital

innovations. In this paper, we investigate this question using novel product-level data on mobile
apps, in which we relate the use of both patents and copyright to (i) revenue performance and (ii)
IP licensing. We theorize that these relationships depend on differences in product-level
characteristics and that apps differentiated by their design are more likely and effectively to be
protected by patents; apps combining elements of differentiated content are more likely and
effectively protected by copyright. Our results support these predictions that product

characteristics shape the appropriate contingent use of patent and copyright protection in digital
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products. These patterns are especially relevant to industries where digital products combine

elements of differentiated design and differentiated digital content.

X 473 : products evidence; recorded music; software; protection; commercialization ;

appropriability; industry; quality; impact; sales

(k% : RESEARCH POLICY. Volume 51. Issue 5. Jun 2022)
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