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1. "A Mortgage on a Man's Brain'': The Unconscionability
of Overly Broad Intellectual Property Assignment Clauses in

Employment Contracts

A # : Knuppel, E (Knuppel, Elizabeth)
AUMJ: Univ Texas, Sch Law, Austin, TX 78712 USA

4% % : Employees in a wide range of fields, including engineering, science, and design, are

required to sign intellectual property (IP) assignment agreements at the start of employment.
These agreements assign IP generated by the employee to the employer. IP assignment
agreements are often all-encompassing. The agreement may categorically claim all IP that the
employee generates even if the employee creates the IP in the comfort of her own home outside
the scope of employment. The agreement may also claim IP created by the employee after the
termination of employment, which can restrict the employee's ability to control the future of her

carccr.

When employees have tried to rely on the unconscionability defense to escape an overly
broad IP assignment clause, courts have generally determined that the defense does not apply
because these clauses are not unconscionable-regardless of their restrictions on the employee's
ability to create inventions for herself. Legal commentators have also dismissed the
unconscionability defense as unfit for the IP context. This Note aims to show that IP assignment
clauses can be unconscionable when the clauses unreasonably restrict the employee. This Note
also considers whether IP assignment clauses may be void for public policy in light of the strong

desire to promote individual innovation underlying U.S. IP law.
X4 L

(k% : TEXAS LAW REVIEW. Volume 100. Issue 5. Page 971-997. Apr 2022)
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2. The Ghost in the Patent System: An Empirical Study of

Patent Law's Elusive "Skilled Artisan"

A8 # : Pedraza-Farina, L (Pedraza-Farina, Laura)l Whalen, R (Whalen, Ryan)2
MAH: 1. Northwestern Pritzker Sch Law, Innovat & Partnerships, Chicago, IL 60611 USA
2. Univ Hong Kong, Fac Law, Hong Kong, Peoples R China

i#% & : Patent law shares with tort law the presence of an artificial character that structures

judicial decision-making. Much like the reasonable person in tort law, the "person having ordinary
skill in the art" (or PHOSITA) frames judicial inquiries into such central patent law questions as
whether an invention is obvious, set out in sufficient detail, or infringed by a competitor. The
PHOSITA's perspective is considered so self-evident and foundational to the field that virtually
every patent textbook and judicial opinion emphasizes that doctrinal outcomes are tied to the
technical perspective of the PHOSITA, not that of the judge or an ordinary observer. Despite the
field's acknowledged reliance on this artificial character, and the Supreme Court's reaffirmation of
its importance, scholars and jurists have raised doubts as to whether the PHOSITA in fact plays an

outcome-determinative role in the resolution of patent disputes.

In this Article, we conduct the first comprehensive empirical study of the role of the
PHOSITA in patent litigation. Through close readings of seven hundred trial and appellate court
opinions as well as automated textual analysis of over seven thousand cases, we evaluate the way
lower courts create their artificial PHOSITA, the construct's impact on legal decision-making, and
the influence of Supreme Court interventions on lower court outcomes. We find that the
PHOSITA plays a surprisingly small role in judicial decision-making, even in the aftermath of

Supreme Court decisions that emphasize its centrality.

Unpacking these results, we show that lower courts lack guidance in how to reconcile
competing conceptions of the PHOSITA as a real- world construct tied to specific facts and as a
legal construct designed to advance normative goals. We argue for a normative use of the
construct and offer a structure for lower court decision-making. By crafting different versions of
the PHOSITA tailored to the normative goals of obviousness, claim construction, and
infringement that patent law seeks to answer, lower courts can create a PHOSITA that, however

artificial, works more effectively to advance the goals of the patent system.
%4213 : federal; circuit

(k% : IOWA LAW REVIEW. Volume 108. Issue 1. Page 247-302. Nov 2022)
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3. Redesigning Copyright Protection in the Era of Artificial

Intelligence

¥ % : Sun, HC (Sun, Haochen)
MA : Univ Hong Kong, Fac Law, Law, Hong Kong, Peoples R China

%% . How to protect the creations of artificial intelligence ("AI") systems through copyright law
is one of the most significant and complex legal issues of our time. Debated by stakeholders
around the world, the issue has so far evaded consensus. However, a series of administrative and
judicial rulings has altered the landscape. In 2019, a Chinese district court affirmed the
copyrightability of a news article written by an Al-powered robot, clarifying that it was the Al
developer that should be deemed copyright owner of the news article. In 2020, the United States
Patent and Trademark Office, the European Patent Office, and the United Kingdom High Court

prominently denied patent applications designating an Al system as an inventor.

This Article reveals the profound implications of these recent Al rulings for copyright
protection of Al-generated works. It examines how these rulings shed new light on the nature and
scope of authorship and ownership, two legal issues that are central to deciding whether and how

Al-generated works merit copyright protection.

Drawing on its in-depth study of the recent Al rulings, the Article proposes a broad-based,
forward-looking approach to protecting Al-generated works through a two-tiered legal mechanism.
It suggests that legislators may consider awarding sui generis rights to Al works generated with
human contributions, while those generated autonomously by Al systems without such

contributions should be placed in the public domain without copyright protection.
X479 rights

(k7: IOWA LAW REVIEW. Volume 107. Issue 3. Page 1213-1251. Mar 2022)

4. Expanding Geographical Indication protection at any cost?

A critique of the EU law of evocation

YE#: Xiaoyan Wangl Xinzhe Song2

A : 1. China University of Political Science and Law
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2. Hainan University, People’ s Republic of China

# & : As the major pillar of the EU’s quality policy on agricultural products, Geographical
Indications (GlIs) are protected in the EU at a level significantly higher than in other jurisdictions.
Through multilateral and bilateral negotiations, the EU aims to ensure a similar high protection
level as is provided in other countries’ national legislations, which has already generated much
debate globally. This article focuses on a recent trend in the EU for further enhancing the level of
GI protection. By way of reviewing the CJEU’s application of the EU GI regulations that protect
Gls against evocation, this article reveals that the scope of GI protection has been extended greatly
with an increasingly broad interpretation of evocation by the CJEU. It further traces the source of
the evocation provision and examines potential rationales behind GI protection against evocation.
It concludes that it lacks legislative tradition and solid justifications to expand the scope of GI
protection via the evocation clause. Such a high level of GI protection against evocation, mostly
driven by reasons of policy, will lead to a risk of monopoly of techniques and production of
certain types of products, and is enforced at the cost of the freedom of communication, trade and
industry of other agricultural operators in the EU. Moreover, non-EU countries need to understand
the European approach to GI protection, particularly concerning the scope of protection, before

they support or adopt it.

X413 : Geographical Indication; protection against evocation; risk of confusion; agricultura

1 policy

(k& : Queen Mary Journal of Intellectual Property. Volume 12. Issue 2. Page 206-225. Jun
2022)

5. Are Geographical Indications sustainable in the face of

climate change?

##: William A Kerr, Lisa F Clark
M : University of Saskatchewan

#% % : The EU is fostering sustainable agriculture. Geographical Indications (GIs) are important
in EU agriculture. One justification for GIs is the unique relationship between climate and quality
— terroir — in a geographic area. Terroir-based Gls are implicitly sustainable. Relationships in
terroir, however, assume constant climate. Climate change can alter these relationships, including
sustainability. Economic viability may require new terroir-based production practices. Gls are,

however, legal constructs whereby terroir is codified. Thus, altering agronomic practices requires

16 | 24




Nanhu Intellectual Property News

amending legal definitions. This paper explores the legal, agronomic and economic facets of
climate change for GIs. It finds that policymakers and GI rights holders may find climate change
challenging.

X 4% 73 : agriculture ; climate change ; Geographical Indications ; legal codification ;

sustainability; terroir

(k& : Queen Mary Journal of Intellectual Property. Volume 12. Issue 2. Page 226-241. Jun 20
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1. A theory of socially inefficient patent holdout

% : Llobet, G (Llobet, Gerard)1, 2, 4, 5 Padilla, J (Padilla, Jorge)3
MAM: 1. CEMFI, Madrid, Spain

2. CEPR, Madrid, Spain

3. Compass Lexecon, Madrid, Spain

4. CEMFI, Casadodel Alisal 5, Madrid 28028, Spain

5. CEPR, Casadodel Alisal 5, Madrid 28028, Spain

4% % : This paper proposes a framework to analyze holdout in patent licensing negotiations. We
show that when the validity of a patent is probabilistic, a potential downstream user has incentives
to shun to pay the price offered by a patent holder to license the technology and risk being brought
to court. These incentives are exacerbated when jurisdictions are local, and the downstream
producer can approach courts sequentially. The informational spillovers across trials imply that
this firm often finds optimal to go to court aiming to invalidate the patent in a jurisdiction due to
the knock-on effect on future jurisdictions. This process results in excessive litigation compared to
when the jurisdiction is global. The distortions from sequential litigation are likely to be

aggravated when final competition is accounted for or when patent injunctions are not allowed.
X&) L

(k7% : JOURNAL OF ECONOMICS & MANAGEMENT STRATEGY. Volume 32. Issue 2.
Page 424-449. Apr 2022)

2. The Hidden Costs of Securing Innovation: The Manifold

Impacts of Compulsory Invention Secrecy
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Y% : Gross, DP (Gross, Daniel P.)1, 2
MA: 1. Duke Univ, Fuqua Sch Business, Durham, NC 27708 USA
2. NBER, Cambridge, MA 02138 USA

# % : One of the most commanding powers of the U.S. Patent and Trademark Office (USPTO)

is to compel inventions into secrecy, withholding patent rights and prohibiting disclosure, to
prevent technology from leaking to foreign competitors. This paper studies the impacts of
compulsory secrecy on firm invention and the wider innovation system. In World War II, USPTO
issued secrecy orders to more than 11,000 patent applications, which it rescinded en masse at the
end of the war. Compulsory secrecy caused implicated firms to shift their patenting away from
treated classes, with effects persisting through at least 1960. It also restricted commercialization
and impeded follow-on innovation. Yet it appears it was effective at keeping sensitive technology
out of public view. The results provide insight into the effectiveness of compulsory secrecy as a
regulatory strategy and into the roles, and impacts, of formal intellectual property in the

innovation system.
X475 : patent citations; knowledge

(k% : MANAGEMENT SCIENCE. Jun 2022)

3. It Was 50 Years Ago Today: Recording Copyright Term

and the Supply of Music

4 % : Watson, J (Watson, Jeremy)l MacGarvie, M (MacGarvie, Megan)2, 3 McKeon, J
(McKeon, John)2

#A: 1. Univ Minnesota, Carlson Sch Management, Minneapolis, MN 55455 USA

2. Boston Univ, Questrom Sch Business, Boston, MA 02215 USA

3. Natl Bur Econ Res, Cambridge, MA 02138 USA

4% % . This paper examines the effect of the expiry of recording copyright on the supply of
music-in the form of rereleases, availability on streaming platforms, and concert performances-by
artists popular in the United Kingdom in the 1960s. We find that recording copyright expiry has
different effects on a song’s availability in different distribution channels. The lapsing of
copyright leads to a large increase in the number of rereleases in physical formats, holding

constant artist, age, and year fixed effects. However, when a song’s original recording copyright
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expires, it becomes less likely to be performed in concert. Moreover, copyright status is not
associated with differences in availability on the digital streaming platform Spotify. These results
show that copyright expiry has nuanced effects on availability and can lead to different and even
opposite effects on availability of a product across different distribution channels. They also show
that within the context of digital distribution, the impact of copyright on availability differs based

on the business model of a platform.
X413 : empirical-analysis; sales; concerts; piracy; works

(& %: MANAGEMENT SCIENCE. Mar 2022)

4. Deciding on scheduling, secrecy, and patenting during the
new product development process: The relevance of project

planning models

4% : Hermans, B (Hermans, Ben)1 Leus, R (Leus, Roel)1 Van Looy, B (Van Looy, Bart)1, 2
MAM: 1. Katholieke Univ Leuven, Fac Econ & Business, Leuven, Belgium
2. Flanders Business Sch, Antwerp, Belgium

# % : We develop project planning models to integrate scheduling and appropriation decisions
for new prod-uct development projects. In addition to the decisions related to the timing of
development tasks, we focus on whether and when to use secrecy and patenting. We model the
setting as a Markov decision process and develop a state-of-the-art dynamic program that enables
companies to arrive at an optimal policy for realistically sized instances. By combining an exact
analytical characterization of an optimal policy for serial and parallel project networks with
extensive numerical experiments for general project networks, we infer that the innovator can
benefit from using both secrecy and patenting during different phases of the development project.
This contrasts with the traditional view that secrecy and patenting are seen as mutually exclusive
appropriation methods. Our results also indicate that opting for secrecy can prolong the project's
lead time, and it might therefore conflict with lead-time advantages. Somewhat surprisingly, we
find that it might well be optimal to initiate first (rather than to postpone) those tasks that are most
likely to expose the project. Combined, these insights highlight the relevancy of an analyt-ical
approach that considers decisions related to secrecy, patenting, and the timing of development

tasks simultaneously.
X 4% 18 : net present value; intellectual property; innovation; technologies; flexibility ;
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incentives; maximize; systems; Markov; risk

(EF: OMEGA-INTERNATIONAL JOURNAL OF MANAGEMENT SCIENCE. Volume 11
6. Apr 2022)

5. Soft but Strong: Software-Based Innovation and Product

Differentiation in the IT Hardware Industry

Y #: Kim, K (Kim, Keongtae)l Lee, J (Lee, Jeongsik "Jay")2 Gopal, A (Gopal, Anandasivam)3
A : 1. Chinese Univ Hong Kong, CUHK Business Sch, Shatin, Hong Kong, Peoples R China

2. Drexel Univ, LeBow Coll Business, Philadelphia, PA 19104 USA
3. Nanyang Technol Univ, Nanyang Business Sch, Singapore, Singapore

%% : It has been argued in recent years that software is a significant value-creating factor within

the manufacturing sector, leading to an increased interest in understanding the mechanisms by
which firms may benefit from software-based innovation. Empirical work in evaluating these
mechanisms, however, remains underdeveloped. In this paper, we examine one such process
through which software-based innovation may provide value for information technology hardware
firms in the U.S. Specifically, we examine the influence of software patents on the extent to which
firms are able to benefit from product differentiation in their product markets. Using data on over
380,000 patent grants for innovations filed by 730 public IT hardware firms over the time period
1996-2015, we find that greater levels of software -based innovation within the firm are associated
with higher levels of product differentiation in product markets: increases in the intensity of
software patents within the firm’s patent stock, which we refer to as software intensity, are
associated with lower total similarity of product offerings, relative to those offered by rivals, as
well as fewer effective competitors in the market. Furthermore, using a different dataset consisting
of 23,000 new IT hardware product announcements, we show that firms with greater software
intensity subsequently launch a higher number of new products. Moreover, these firms are more
likely to launch products that are not only differentiated from those of rivals but also distinct from
their own product lines. Our research contributes to the emerging literature on software-based
innovation by substantiating an important mechanism through which software helps transform

industry sectors, specifically through product differentiation.

% 4% 73 : digital innovation ; technology spillovers ; connected products; investment ;

knowledge; smart; threats; entry; us
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