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(RiB: (PohEs) 202355 % 640)
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1. The Antibody Patent Paradox

Y4 : Lemley, MA (Lemley, Mark A.)1 Sherkow, JS (Sherkow, Jacob S.)2

A : 1. Cedars Sinai Medical Center, Dept Med,Dept Biomed Sci & Imaging, LOS ANGELES,
CA, USA

2. University of Illinois Urbana-Champaign, Coll Law,Carle Illinois Coll Med,Coll Law,
CHAMPAIGN, IL, USA

#% & : Antibodies constitute a staggering $145 billion annual market-an amount projected to

almost double by 2026. Consequently, patents covering antibodies are among the most valuable in
the patent system. But antibody patents are being struck down left and right, victims of the Federal
Circuit's recent shift to strengthen two doctrinal areas of patent law: enablement and the written
description requirement. For each, the Federal Circuit has heightened requirements that patentees
disclose or teach how to make and use the "full scope " of their inventions.There are good reasons
to be skeptical of the Federal Circuit's attack on genus claims in chemistry generally. But it seems
to be a particular problem for antibodies. Applying the Federal Circuit's reinvigorated written
description and enablement requirements to antibodies and their chemical structure fits poorly
with the science underlying the molecules themselves. Immune -receptor production, a semi-
random and galactically expansive process, produces antibodies that are startlingly different in
both structure and function. There is no way to describe genus claims to antibodies that satisfy the
court's current tests. The science simply doesn't allow it. At the same time, this change in the
Federal Circuit's jurisprudence is a legitimate reaction to some of the problems with the long-
standing (and long-permitted) practice of claiming antibodies in functional terms. Functional
claiming can lead to overbroad patents that stifle future innovation, as it has done in the software
industry. Perhaps the Federal Circuit is wary of a similar result in biotechnology. Fortunately, we
think there is a middle ground. A new (or, really, quite old) form of patent -claim drafting would
give inventors effective control over true substitutes without giving them the power to block real
improvements: means-plus-function claims and infringement by the equivalents. Those doctrines
limit patentees to claiming only the specific structural features of antibodies they both possessed

and described, but also entitle them to assert their patents against antibodies with equivalent
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functions but different structural characteristics. If the economics of intellectual property center on
balancing a need for protection beyond the literal invention with a desire to allow improvements,
this seems a step in the right-or, at least in a doctrinally permissible and economically sensible-
direction. Whether patentees go for such a solution remains to be seen. Recent empirical evidence
on antibody claims has yet to document such a shift. Patent attorneys may need to get over their
his-torical reluctance to writing their claims in such a fashion. Our solution won't give patentees

eve-rything they want. But they just might find it gives them what they need.
%477 : monoclonal-antibodies; doctrine; tolerance; therapies; history; policy; virus

(k% : YALE LAW JOURNAL. Volume 132. Issue 4. Page 994-1064. Feb 2023)

2. Exploring bifurcation in the Unified Patent Court from a

comparative perspective: Japan and the EU

A% : David Tilt
#A: SID Candidate Central European University (Vienna)

4% % : This article considers patent bifurcation in the Unified Patent Court (UPC) from a

comparative perspective, contextualizing the proposed framework for the UPC with that of the

Japanese Intellectual Property High Court (IPHC).

The article highlights that the unique institutional configuration in Europe means that the typical
mechanisms that balance the risk of delays from bifurcation in the Japanese system do not easily
transfer to a European setting. As the UPC actually comes into force, it is the relationship between
institutions in the hierarchy that will be influential in shaping how bifurcation functions rather

than the rules themselves.
X477 : intellectual property; patents; Europe; Japan; bifurcation

(k% : Queen Mary Journal of Intellectual Property. Volume 12. Issue 4. Page 470-484. Feb 20
23)
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3. Do we need exit rules for traditional knowledge? Lessons

from Solomon Linda and the ‘Mbube’ / ‘The Lion Sleeps

Tonight’ case

48 : Dalindyebo Shabalala
#A : University of Dayton School of Law

# % : The misappropriation of the traditional knowledge (TK) and traditional cultural
expressions/folklore (TCEs) of indigenous and traditional communities has become an issue in the
mainstream of intellectual property scholarship and policy. Many countries have put in place
legislation to address this issue. Much of this focuses on the idea that the means of protection
should be addressed at actions by ‘outsiders’. In this article, I pose the question of whether, in
focusing on actions by outsiders, policymakers and scholars have minimized or elided the crucial
role played by ‘insiders’ in the process of misappropriation. In this paper, I take what is considered
a prototypical story of fundamental injustice done to an individual artist and the traditional Zulu
community from which he came, the story of the song ‘Mbube’/‘The Lion Sleeps Tonight’ and
Solomon Linda, and use it as a case study to identify some of the questions that should be raised
as we begin to re-examine other cases to understand what the role of insiders has been in acts of

misappropriation of TK and TCEs.
X477 traditional knowledge; traditional cultural expressions; race and copyright

(k% : Queen Mary Journal of Intellectual Property. Volume 12. Issue 4. Page 532-552. Feb 20
23)

4. Patents' New Salience

AE# : Freilich, J (Freilich, Janet)
M) : Fordham Law Sch, New York, NY 10023 USA

# % : The vast majority of patents do not matter. They are almost never enforced or licensed and,

in consequence, are almost always ignored. This is a well-accepted feature of the patent system
and has a tremendous impact on patent policy. In particular, while there are many aspects of

patent law that are potentially troubling-including grants of unmerited patents, high transaction
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costs in obtaining necessary patent licenses, and patents' potential to block innovation and hinder
economic growth-these problems may be insignificant in practice because patents are under-
enforced and routinely infringed without consequence.This Article argues that technological
developments are greatly increasing the salience of patents by making patents easier and cheaper
to find and enforce. These developments-including private platforms' adjudication systems and
Al-driven patent analytics-profoundly impact how the patent system functions and upend the
systems present dependence on under-enforcement and ignorance. Where most patents could
previously be safely disregarded, formerly forgotten patents now matter.This Article makes four
contributions to the literature. First, this Article explores the technology that is rendering patents
newly salient and explains how this alters basic assumptions underlying the patent system. Second,
this Article demonstrates that although new technology is increasing the number of patents that
can be reviewed and enforced, this transformation sometimes decreases the depth of patent
analysis. Because it is difficult to draw conclusions about patent scope or validity without in-depth
analysis, this omission means that technological review of patents may give patents unmerited
influence.Third, this Article shows a sharp divergence between public policy goals and private use
of patents. For several decades, the courts and Congress have been reforming patent policy to
decrease the impact of patents to alleviate concerns that patent owners hinder innovation by others.
This Article demonstrates, in clear contrast to this goal, an increase in patent salience that is due
exclusively to the use of private platforms and technologies. Further, the use of private platforms
to find, analyze, and enforce patents creates the risk that choices made by companies and software
developers will displace substantive patent law. Finally, this Article suggests policy reform,
including ways to improve technology and patents and adjusted approaches to patent doctrine and

theory.

X4%173: brand; goods; consumers; medication; preference; antitrust; taste

(k% : VIRGINIA LAW REVIEW. Volume 109. Issue 3. Page 595-649. May 2023)

5. Patent suspension on the COVID-19 vaccine in

Indonesian patent law perspective

4% : Erlangga, VLS (Erlangga, Vania Lutfi Safira)l Izzati, A (Izzati, Anisa)l Riswandi, BA
(Riswandi, Budi Agus)1 Ali, M (Ali, Mahrus)2

MAM : 1. Univ Islam Indonesia, Fac Law, Dept Private Law, Yogyakarta, Indonesia

2. Univ Birmingham, Dept Social Policy Sociol & Criminol, Birmingham, England

49 | 57



FHAR T BURE T AR

# & : Vaccination patent is associated with exclusive rights that restrict the production, use, and

sale of inventions by third parties for a specific period. This factor contributes to the high cost of
vaccines, making it challenging to access vaccines in many underdeveloped nations such as
Indonesia. The urgency for faster vaccine distribution during the COVID-19 pandemic further
highlights this issue. However, the patent provisions of the Trade-Related Aspects of Intellectual
Property Rights (TRIPs Agreement) may exacerbate the unequal distribution of vaccines
worldwide. This study analyzes the implementation of the flexibility feature of the TRIPs
Agreement, and Doha Declaration contained in Law Number 13 of 2016 respecting Patent to
achieve a pandemic-free era. It is also necessary to examine the Indonesian patent rules and
regulations, the TRIPs Agreement, the Doha Declaration, and other legal documents to examine
these issues. The results showed that the patent rules and regulations have adopted flexibility
under the TRIPs Agreement and the Doha Declaration. However, the effect on the country's
sluggish pharmaceutical supply chain has not been improved. A patent suspension system on a
global scale is required to hasten the transition to a pandemic-free period since the feature of
flexibility cannot handle the slow pace of vaccine procurement. The patent suspension system can
be implemented through international agreements, such as the Patent Suspension Proposal filed by
South Africa and India in October 2020. The suspension is crucial to accelerate the equitable

distribution of vaccines and reduce their price.

X477 : patent flexibility clauses; patent suspension; trips agreement; COVID-19 vaccine

(k% : COGENT SOCIAL SCIENCES. Volume 9. Issue 1 . May 2023)




Nanhu Intellectual Property News

S XEBRBOH T R AR X E R

1. Digital technology patents in China: an integrated analysis of

patent distribution and transactions

484 : Zhou, HY (Zhou, Hongyan)1 Wang, SS (Wang, Shanshan)2,3 Zhao, TY (Zhao, Tianyi)l
MM : 1. Harbin Univ Sci & Technol, Sch Econ & Management, Harbin, Peoples R China

2. Zhejiang Univ Finance & Econ, Sch Business Adm, Hangzhou, Peoples R China
3. Zhejiang Univ Finance & Econ, Sch Business Adm, Hangzhou 310018, Peoples R China

# & : In the wave of global digital technology (DT) development, the rapid growth of China's

DT patents is remarkable. This research aims to perform an integrated analysis of patent
distribution and transactions to map the overall DT development in China, thus advancing the
understanding of the whole process from patent creation to commercialisation. By focusing on the
DT granted patents in the four fields of artificial intelligence (A), blockchain (B), cloud
computing (C) and big data (D), this study applies patentometrics and social network analysis
(SNA) to reveal the development and evolution characteristics of China's DT patents from 2001 to
2021. Our findings highlight that DT patents authorised in China increase continuously, but patent
families contain very few members and are less distributed in developed countries; artificial
intelligence is the dominant technical field; there is a close technological convergence between
digital and manufacturing technologies; patent transactions represented by patent licensing and
transfer lag far behind patent authorizations; organisational proximity plays a unique role in patent
transactions, and patent transactions across firms and industries are inactive. Based on the
characteristics and existing problems in the development of China's DT patents, this study

proposes implications for research, policy and practice in China and other economies.

X 4213 : Digital technology; patent distribution; patent transactions; China; patentometrics;

social network analysis (SNA)

(k% : TECHNOLOGY ANALYSIS & STRATEGIC MANAGEMENT. Page 1-17. 2023)
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2. Competing Standard-Setting Organizations: A Choice

Experiment

£ # : Wiegmann, PM (Wiegmann, Paul Moritz)1 Eggers, F (Eggers, Felix)2 de Vries, HJ (de
Vries, Henk J.)3,4 Blind, K (Blind, Knut)5,6

A A : 1. lindhoven Univ Technol, Dept Ind Engn & Innovat Sci, ITEM Grp, Eindhoven,
Netherlands

2. Copenhagen Business Sch, Dept Mkt, Frederiksberg, Denmark

3. Erasmus Univ, Rotterdam Sch Management, Dept Technol & Operat Management, Rotterdam,
Netherlands

4. Delft Univ Technol, Fac Technol Policy & Management, Dept Values Technol & Innovat, Delft,
Netherlands

5. Tech Univ Berlin, Fac Econ & Management, Chair Innovat Econ, Berlin, Germany
6. Fraunhofer Res Inst Syst & Innovat Res ISI, Karlsruhe, Germany

4% % : Standard-setting organizations (SSOs) establish goal-directed networks for innovators to
jointly shape technology and markets through standards. The degree to which this can succeed
depends to a large extent on network characteristics, which may differ substantially between SSOs.
Many technological fields face intense competition between SSOs. Choosing the right one is thus
a key strategic decision for innovators. Simultaneously, SSOs must reflect members' preferences
in their network set-ups and governance. Yet, little is known about these preferences. Based on
extant literature, we derive hypotheses about how three themes of network attributes (membership
base, rules, transaction costs) and contextual factors drive decision makers' preferences. We
conduct a comprehensive choice experiment with 141 standardization professionals in the Internet
of Things field. Based on our data, we provide a more realistic indication of what firms value in
SSOs than has been previously available. We also discuss our results' implications for studying

networks in other contexts.

X477 : standardization; forum shopping; cooperation in innovation; network characteristics;

choice-based conjoint analysis; internet of things

(k& : RESEARCH POLICY. Volume 51. Issue 2. Mar 2022)



Nanhu Intellectual Property News

3. Trademarks and firm market value: Evidence from new

trademark-firm linked data in China

A#E%: Yangao Xiaol Nianchen Han2 Rui Lil Huaqing Ran3 Shihao Zhou4 Tony W. Tong5

A A : 1. School of Management and Economics, University of Electronic Science and

Technology of China, China

2. Nanyang Business School, Nanyang Technological University, Singapore
3. School of Law, Southwest University of Science and Technology, China
4. School of Business, Nanjing University, China

5. Leeds School of Business, University of Colorado Boulder, United States of America

# & : A growing stream of research conducted in developed economies has shown that
trademarks are positively related to firms' market value. However, we have limited understanding
of whether this finding might apply to emerging economies, many of which have developed their
own unique trademark regimes and are currently experiencing exponential growth in trademark
registrations. In this study, we address this gap by constructing a new dataset that links trademark
registrations with listed firms in China—the first of its kind for Chinese trademarks. Using this
dataset, we find that in-use trademarks (trademarks being used by firms), as well as unused
trademarks registered for a firm's current businesses, are positively related to firm value; further,
the strength of IPR protection in subnational regions (provinces in China) amplifies these
relationships. By contrast, unused trademarks that are not registered for a firm's current businesses
have no impact on firm value. We also find that trademarks and patents complement each other in
enhancing firm value. We call for more future research attention to trademarks in emerging
economies to improve existing understanding of the important role trademarks play in these fast-

growing markets often featuring unique IPR regimes.

X479 : trademark; firms' market value; first-to-file; intellectual property right (ipr); China;

emerging economy

(% : RESEARCH POLICY. Volume 53. Issue 2. Mar 2024)

4. Crowdsourcing in patent examination: overcoming patent

examiners' local search bias
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Y- Lampe, HW (Lampe, Hannes W. W.)1,2
A : 1. Hamburg Univ Technol, Inst Entrepreneurship, D-21073 Hamburg, Germany
2. Capgemini Invent, D-10785 Berlin, Germany

# % : This article investigates how crowdsourcing for knowledge creation in a crucial

knowledge-intense task - patent application examination - informs decision-making. It is
hypothesized that patent examiners' views underly a local search bias (i.e., they rely on locally
preferred and conveniently available local information), which may be overcome through
crowdsourcing. To analyze this potential effect of crowdsourcing, this study analyzes USPTO's
Peer To Patent initiative, opening the patent examination process to public participation for the
first time. The data from this initiative is further enhanced with data from the PatentsView
database and the Patent Examination Research Database. The study results provide the first
empirical evidence that crowdsourcing aids a patent examination process in overcoming the
examiner's local search bias - their over-reliance on internal knowledge. In particular, it is found
that crowdsourcing in patent examination increases examiners' reliance on atypical and less
formalized knowledge. Overall, these findings enable several theoretical and practical

recommendations.
X413 : information; innovation

(k% : R&D MANAGEMENT. Volume 53. Issue 5. Page 764-777. Nov 2023)

5. Geographic distance and innovation: The impact of distant

knowledge acquired on patent value

A#E# : Su, HN (Su, Hsin-Ning)1 Moaniba, IM (Moaniba, Igam M.)2

A : 1. Natl Yang Ming Chiao Tung Univ, Inst Management Technol, 1001 Ta Hsueh Rd,
Hsinchu 300, Taiwan

2. Govt Kiribati, Off Te Beretitenti, Tarawa, Kiribati

4% % : Measuring the value of inventions in the intellectual property landscape is a complex
challenge. Experts rely on patent valuation techniques that use resources like the US Patent and
Trademark Office (USPTO). This study contributes to patent value research by examining the
relationship between the geographic distance among collaborating inventors and patent value
indicators. Scholars have suggested that the value of an invention increases as the geographic

distance between co-inventors grows. To test this proposition, the study conducted a regression
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analysis on a dataset of over two million USPTO patents. The analysis controlled for patent and
inventor characteristics and consistently found a positive influence of geographic distance on
patent value. These findings challenge assumptions and offer insights into collaborative
innovation dynamics. They have significant implications for innovation management, urging
inventors and organizations to carefully consider spatial factors and recognize the advantages of
extended geographic distances when forming collaboration networks. By strategically selecting
partners, inventors can optimize patent value, foster innovation, and navigate the evolving

intellectual property landscape effectively.
X475 : patent value; inventor distance; geographic distance; collaboration network

(k% : JOURNAL OF ENGINEERING AND TECHNOLOGY MANAGEMENT. Volume 70.
Article 101-782. Nov 2023)
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